Section II (Remarks) 

Amendment of the Drawings 

In response to the objection to the drawings under 37 CFR 1.83 (a), new drawings for FIGS. 8-15 have 
been enclosed in the new set of drawings of FIGS. 1-15 for the application, as appended hereto in 
Appendix 1. Such new set of drawings, includes formal drawings for FIGS. 1-7, to replace the 
corresponding informal drawings originally filed in the application on October 1, 2003. 

In the new set of drawings for FIGS. 1-15, each of the drawing sheets for FIGS. 1-7, is labeled in the 
header thereof as "Replacement Sheet," and each of the drawing sheets for FIGS. 8-15 is labeled in the 
head of thereof as "New Sheet," consistent with the requirements of 37 CFR 1.121(d). 

The new drawing sheets for FIGS. 8-15 satisfy the examiner's requirements for corrected drawing sheets 
"showing the shapes claimed in claim 3, the different cut-outs in claim 6, and the different sized cut-out 
in claim 8" (page 2, paragraph 1 of the May 25, 2005 Office Action). No new matter (35 USC 132) has 
been added. 

Amendment of the Specification 

In connection with the new sheets of drawings for FIGS. 8-15, the specification has been amended to 
reference such drawings, at page 4, and at page 7. No new matter (35 USC 132) has been added. 

In addition to amending the specification consistent with the newly added drawings for FIGS. 8-15, the 
specification has been amended at page 5, second paragraph, to correct the spelling of "grippability," and 
at page 9 to correct the spelling of "tear-away." 

Rejections of the Claims 1-26 in the May 25, 2005 Office Action, and Traversal Thereof 

In the May 25, 2005 Office Action, claims 11, 14 and 15 were rejected under 35 USC 112, second 
paragraph, as indefinite for failing to particularly point out and distinctly claim the subject matter of the 
invention. 
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Specifically, claim 11 was rejected as incomplete and functional for lacking "additional structural 
limitations" and "only reciting the functional use of the claim" (page 3 of the May 25, 2005 Office 
Action). 

In response, claim 1 1 has been rewritten in independent form, with recital of various structural features, 
including 

Claims 14 and 15 were rejected in the May 25, 2005 Office Action on the following basis: 

"applicant has not claimed the slides and yet requires a slide capacity in 
the receptacle. It is therefore not clear as to the size of and dimension of 
the receptacle cavity. Appropriate correction is required." 
(page 3, May 25, 2005 Office Action). 

In response, each of such claims 14 and 15 has been amended to recite the storage and dispensing 
container as containing an array of slides ("the receptacle cavity contains a stack of slides within said 
slide capacity"), and the receptacle cavity dimensions have been recited ("the receptacle cavity has a 
length in a range of from about 3.5 to about 5 inches, a width in a range of from about 2 to about 4 
inches, and a height in a range of from about 1.2 to about 2 inches"), thereby overcoming the rejection. 

Accordingly, the 35 USC 112, second paragraph rejection of claims 11, 14 and 15 is traversed in 
application to such claims as amended, and such amended claims now fully comport with the 
requirements of 35 USC 1 12, second paragraph. 

Concerning the rejections of claims 1-26 on reference grounds in the May 25, 2005 Office Action, claims 
1-5, 7 and 9-26 of been rejected under 35 USC 103(a) as being unpatentable over Faulstick et al. US 
Patent 5,447,234 ("Faulstick") in view of Neugebauer US Patent 5,358,114 ("Neugebauer") and/or 
Nulder et al. US Patent 4,874,112 ("Nulder") and/or Evenson US Design Patent 335,309 ("Evenson"), 
and claims six and eight have been rejected under 35 USC 103(a) as unpatentable over the same 
references as applied to claim 1, further in view of Official Notice that "it is notoriously known in the 
container art to provide cut-out or opening in the tray of different sizes and shapes. It would have been 
obvious to change the size and shape of the opening since they work equally well." 
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The foregoing rejections are traversed, and request is made for reconsideration by the examiner of the 
patentability of claims 1-26, as amended herein, based on the ensuing remarks. 

The 35 USC 103(a) Rejection of Claims 1-5, 7 and 9-26 

This rejection is based on the cited disclosure of Faulstick as disclosing "a plastic storage container made 
out of polyethylene comprising a cover 162 and a rectangular receptacle portion 164, wherein the 
receptacle portion comprises a floor and a circumscribing wall forming with the floor a receptacle cavity 
for holding an array of articles therein, the circumscribing wall including opposing wall portions," the 
examiner conceding that "Faulstick et al. does not disclose cut-outs therein," but citing the secondary 
references as each teaching a cut-out. 

Concerning §103 obviousness rejections, three requirements must be met for a prima facie case of 
obviousness. First the prior art reference(s) must teach all of the limitations of the claims. M.P.E.P. § 
2143.03. Second, there must be a motivation to modify the reference or combine the teachings to 
produce the claimed invention. M.P.E.P. § 2143.01. Third, a reasonable expectation of success is 
required. M.P.E.P. § 2143.02. In addition, the teaching or suggestion to combine and the expectation of 
success must both be found in the prior art and not based on applicant's disclosure. M.P.E.P. § 2143. 

In addition, a basic consideration, which applies to all obviousness rejections, is that references must be 
considered as a whole and must suggest the desirability and thus the obviousness of making the 
combination. MPEP 2141.02. 

Considering these various requirements, the examiner has based the rejection of claims 1-5, 7 and 9-26 
on a combination of the Faulstick et al. reference with one or more of the secondary references of 
Neugebauer, Nulder and Evenson, noting that "Faulstick et al. does not disclose cut-outs therein" but 
nonetheless contending that "[I]t would have been obvious in view of the secondary references to provide 
apertures or cut-outs on any opposing walls of the container to facilitate retrieval of the articles." 

In making this hypothetical combination, the fundamental disclosure of Faulstick at column 6, lines 35- 
44 thereof have been wholly ignored, and such disclosure in fact teaches away from the hypothetical 
combination and negates the logic of any extraction of a "retrieval" structure from any of the secondary 
references, for importation to the Faulstick photographic sheet container: 

"In addition to parallel channels 34, bottom wall 32 may have multiple 
recesses 35 fFIGS. 1, 3) positioned adjacent to inner walls 24 of side 
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walls 26. Recesses 35 are in the form of elongated hollow slots 
extending downwardly below the planar surface of bottom wall 32 (FIG. 
3), and are indented outwardly in inner walls 24 of side walls 26 . 
Because sheet stacks do not occupy the space directly above indented 
recesses 35, they provide a convenient access in facilitating removal of 
sheets or a stack with only finger engagement ." (Faulstick, column 6, 
lines 35-44; emphasis added) 

This basic disclosure of Faulstick has been ignored, in violation of MPEP 2141.02 requirement that 
references must be considered as a whole and must suggest the desirability and thus the obviousness of 
making the combination: 



"A prior art reference must be considered in its entirety, i.e., as a whole , 
including portions that would lead away from the claimed invention. 
W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 220 USPQ 
303 (Fed. Cir. 1983), cert denied, 469 U.S. 851 (1984)." (emphasis in 
original; MPEP 2141.02). 

Since Faulstick already explicitly teaches structure to "provide a convenient access in facilitating 
removal of sheets or a stack with only finger engagement" there is NO basis for modifying Faulstick "to 
facilitate retrieval of the articles" as proposed in the Office Action, for the plain and simple reason that 
Faulstick ALREADY has structure of such type - structure that is expressly characterized in Faulstick as 
"convenient" and as requiring "only finger engagement." 

Obviousness cannot be established by combining the teachings of the prior art to produce the claimed 
invention, absent some teaching or suggestion supporting the combination and suggesting the desirability 
of the combination . According to the Board in Ex parte Obukowicz, 27 U.S.P.Q. 2d 1063, 1065 (B.P.A.I. 
1992): 

"In proceedings before the Patent and Trademark Office, the examiner 
bears the burden of establishing a prima facie case of obviousness based 
upon the prior art....The examiner can satisfy this burden only by showing 
some objective teaching in the prior art or that knowledge generally 
available to one of ordinary skill in the art would lead that individual to 
combine the relevant teaching of the references." 

Here, one of ordinary skill in the art reading Faulstick would have no motivation whatsoever to look 
outside of Faulstick's own disclosure for removal or extraction structure, since Faulstick already teaches 
such structure and moreover teaches that it is convenient and of a low-effort character. 



On such basis, the rationale for the hypothetical combination of references fails, and any tenable basis for 
rejection on obviousness grounds is seen to be wholly absent. 
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The examiner therefore is requested to withdraw the rejection of claims 1-5, 7 and 9-26, since the cited 
references provide no motivation for any combination yielding the applicant's claimed invention. 

Concerning the rejection of claims 6 and 8 under 35 USC 103(a), such claims depend from claim 1 and 
are likewise patentable over the art, for the same reasons as advanced hereinabove in support of the 
patentability of claim 1 and claims 2-5, 7 and 9-26 dependent thereunder. 

Concerning the "Official Notice" taken by the examiner concerning cut-outs, to the extent that the 
rejection of claims 6 and 8 is maintained, despite applicant's above rebuttal of the basis for such 
rejection, applicant hereby calls on the examiner to substantiate such "Official Notice" by an appropriate 
affidavit, consistent with the requirements of 37 CFR 1.104(d)(2) that when a rejection is based on facts 
within the personal knowledge of the examiner, the facts must be supported, when called for by the 
applicant, by an affidavit from the examiner. 

Request for Extension of Time 

Request hereby is made under the provisions of 37 CFR 1.1364, a one-month extension of time, 
extending the term for applied to the May 25, 2005 Office Action to September 25, 2005. The fee for 
such extension of time to September 25, 2005, in the amount of $60 as specified by 37 CFR 1.17, is 
enclosed in a Credit Card Authorization Form authorizing charging of the credit card identified in such 
document for the amount of such extension of time fee. Authorization hereby is additionally given to 
charge Intellectual Property/Technology Law deposit account no. 08-3284 in the amount of any 
deficiency in fees or amounts payable for the entry of this response. 
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CONCLUSION 



Claims 1-26 as amended herein are fully patentably distinguished over the art and in allowable condition. 
The specification and drawings as amended, are fully in proper form for patent issuance. Favorable 
action therefore is requested and merited. 

If any issues remain outstanding, incident to the formal allowance of the application, the examiner is 
requested to contact the undersigned attorney at (919) 419-9350 to discuss their resolution, in order that 
this application may be passed to issue at an early date. 



INTELLECTUAL PROPERTY/ 
TECHNOLOGY LAW 
Telephone: (919)419-9350 
Fax: (919) 419-9354 
Attorney Ref: 2778-121 



Respectfully submitted, 




Steven J. HuHquist 
Reg. No. 28,021 
Attorney for Applicant 
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